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DETAILED ACTION 
Status of Application 

1. Claims 1-13 are pending. 

Claim Objections 

2. Claims 6 and 1 1 are objected to because of the following informalities: 
typographical error. 

Claims 6 and 1 1 repeat the word "emollients". Appropriate correction is required. 

3. Claims 1-13 are objected to because of the following informalities: non- 
compliance with text and font style. The text should be written in a nonscript font and 
preferably a font size of 12. See MPEP 608.01. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 4-6, and 10-11 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claims 4-5 and 10, the phrase "can be selected from, but not limited 
to" renders the claim indefinite because it does not definitively define the bounds of the 
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claim and it is unclear as to what is intended by Applicant. Examiner suggests using 
proper Markush language in the claims. See MPEP 2173.05 (h). 

Claims 6 and 11 include the phrase " (cationic, anionic, non-ionic, amphoteric, 
and zwitterionic)". It is unclear as to whether the matter cited within the parenthesis is 
included in the claimed subject matter. 

Claim 4 recites "catechol and their chemical derivatives" as a group of tyrosinase 
substrate compositions that may be used within the compositions of the claimed 
invention. However, it is unclear as to whether the " chemical derivatives " are structural 
or functional derivatives and how much derivation is acceptable to maintain activity in 
the insecticide delivery system. As defined in Merriam-Webster's Collegiate® Dictionary 
(cited in 892 form), a derivative is a chemical substance related structurally to another 
substance and theoretically derivable form it, thus rendering " chemical derivatives " 
indefinite and unclear. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1 and 3-8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Garlen et al. (US 4,707,354). 

Garlen et al. teach sunscreen, protectant, moisturizing, dermatological 
compositions containing oxybenzone, ethyl 4-[bis(hydroxypropyl)]aminobenzoate, 
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padimate O and 2-phenylbenzimidazole-5-sulfonic acid, and skin protectants allantoin 
and dimethicone, in a cosmetically and therapeutically acceptable carrier and vehicle, 
containing suitable solvents moisturizers, humectants, oils, emusifiers, thickeners, 
thinners, surface active agents, fragrances, preservatives, antioxidants and the like (see 
the entire article, especially column 2 lines 40-51). The compositions may be provided 
in a form of a cream, emulsion, lotion, spray, ointment, mousse or foam mask (see the 
entire article, especially column 2 lines 67- column 3 lines 1-2). The following example 
illustrates compositions of the present invention in the form of a dermatological cream 
comprising: 



Ingredient Weight Percent 

Oxybenzone 3 

ethyl 4-[bis(hydroxypropyl)]aminobenzoate 2 

padimate-0 7 

2-phenylbenzimidazole-5-sulfonic acid 2 

Allantoin 1 

Dimethicone 1 .25 

Deionized water 44 

Petroleum 5 

Sodium lactate 5 

Tyrosine <1 

Cysteine <1 

Cystine <1 



(see the entire article, especially the Example in column 3 lines 9-68 through column 4 
lines 1-7 and claim 5). 



8. Claim 2 is rejected under 35 U.S.C. 102(b) as being anticipated by Robinson et 
al. (US 5,603,923). 
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Robinson et al. teach artificial tanning compositions that provide improved color 
development and good chemical physical stability (see the entire article, especially the 
abstract).The composition comprises (a) from about 0.1% to 20% dihydroxyacetone, 
(b) from about 0.1 to about 10% of an amino acid such as cysteine, tyrosine, etc., or 
mixture thereof, and (d) a topical carrier (see the entire article, especially column 4 lines 
13-25 and claim 1). The topical carrier can be in the form of an emulsion including, oil- 
in-water, water-in-oil, water-in-oil-in-water emulsions (see the entire article, especially 
column 9 lines 24-27). These emulsions can cover a broad range such as creamy 
lotions, and light and heavy creams (see the entire article, especially column 9 lines 28- 
32). The topical carrier preferably comprises from about 70% to about 99% in all 
embodiments of the invention (see the entire article, especially column 10 lines 9-11). 
The compositions of the present invention can also comprise additional components 
such as humectants, skin protectants, colorants, preservatives, surfactants, and pH 
adjusters for example (see the entire article, especially column 10 lines 55-67 through 
column 11 lines 1-5). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. Claims 9-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Robinson et al. (US 5,603,923). 

Applicant claims a topical skin darkening or skin tanning composition comprising: 
(i) at least one tyrosinase substrate composition for melanin synthesis boost, and (ii) at 
least one tyrosinase activator composition, and (iii) at least one skin surface coloring 
composition, and (iv) a cosmetically or pharmaceutical^ suitable carrier composition or 
delivery system. 

Determination of the scope and content of the prior art 

(MPEP 2141.01) 

Robinson et al. teach artificial tanning compositions that provide improved color 
development and good chemical physical stability (see the entire article, especially the 
abstract).The composition comprises (a) from about 0.1% to 20% dihydroxyacetone, 
(b) from about 0.1 to about 10% of an amino acid such as cysteine, tyrosine, etc., or 
mixture thereof, and (d) a topical carrier (see the entire article, especially column 4 lines 
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13-25 and claim 1). The topical carrier can be in the form of an emulsion including, oil- 
in-water, water-in-oil, water-in-oil-in-water emulsions (see the entire article, especially 
column 9 lines 24-27). These emulsions can cover a broad range such as creamy 
lotions, and light and heavy creams (see the entire article, especially column 9 lines 28- 
32). The topical carrier preferably comprises from about 70% to about 99% in all 
embodiments of the invention (see the entire article, especially column 10 lines 9-11). 
The compositions of the present invention can also comprise additional components 
such as humectants, skin protectants, colorants, preservatives, surfactants, and pH 
adjusters for example (see the entire article, especially column 10 lines 55-67 through 
column 11 lines 1-5). 

Ascertainment of the difference between the prior art and the claims 

(MPEP 2141.02) 

Robinson et al. do not teach an exemplified formulation of a topical skin 
darkening or skin tanning composition comprising: (i) at least one tyrosinase substrate 
composition for melanin synthesis boost, and (ii) at least one tyrosinase activator 
composition, and (iii) at least one skin surface coloring composition, and (iv) a 
cosmetically or pharmaceutical^ suitable carrier composition or delivery system. 

Finding of prima facie obviousness 
Rational and Motivation (MPEP 2142-2143) 
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It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to make a topical skin darkening or skin tanning 
composition comprising: (i) at least one tyrosinase substrate composition for melanin 
synthesis boost, and (ii) at least one tyrosinase activator composition, and (iii) at least 
one skin surface coloring composition, and (iv) a cosmetically or pharmaceutical^ 
suitable carrier composition or delivery system. 

One of ordinary skill in the art would have been motivated to do this because 
Robinson et al. suggests artificial tanning compositions comprising (a) from about 0.1% 
to 20% dihydroxyacetone, (b) from about 0.1 to about 10% of an amino acid such as 
cysteine, tyrosine, etc., or mixtures thereof, and (d) a topical carrier. The topical carrier 
can be in the form of an emulsion including, oil-in-water, water-in-oil, water-in-oil-in- 
water emulsions and are preferably present in the amount of 70% to about 99% in all 
embodiments of the invention. These emulsions can cover a broad range such as 
creamy lotions, and light and heavy creams. The compositions of the present invention 
can also comprise additional components such as humectants, skin protectants, 
colorants, preservatives, surfactants, and pH adjusters for example. Therefore, the 
claimed invention would have been prima facie obvious to one of ordinary skill in the art 
at the time the invention was made because the prior art is fairly suggestive of the 
claimed invention. 

Conclusion 

11. No claims are allowed. 
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12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kristie L. Brooks whose telephone number is (571) 272- 
9072. The examiner can normally be reached on M-F 8:30am-6:00pm Est.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann R. Richter can be reached on (571) 272-0646. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 



KB 




Supervisory Patent Examiner 
Technology Center 1600 



